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REMM I K S 

Claims 1-35 are pendmg. By this Ameadmeat. claims 1 and 29 are amencjed. 
Reconsideration in view of the above amendments and following remarks is respectfully 
requested. 

This Amendment is proper under 37 C.F.R. § 1 ,U 6 as the amendments: (a) place the 
application in condition for allowance for the reasons discussed herein; (b>do noi raise any 
new issues that^ would require further consideration and/or search; (c) do not present any 
additional claims without canceling a corresponding number of claims; and (d) place the 
application in better condition for appeal, should an appeal be necessary. The amendments 
are necessary and were not earlier presented as they are in response to new grounds of 
rejection entered in the previous Office Action, Entry of this /Vmendment is respectfidly 
requested. 

Claims 1 -1 1, 15, 17-18 and 20-35 were rejected under 35 U,S,C. § 1 03(a) over Mobile 
Commerce (U-V) in view of PR Newswire (X). The rejection is respectfully traversed. 

MPEP § 2143 states: '^o establish a prima fucie case of obviousness, three basic 
criteria must be met. First, there must be some suggestion or motivation, either in the 
references themselves or in the knowledge generally available to one of ordinary skill in the 
an, to modify the reference or to combine reference teachings. Second, there must be a 
reasonable expectation of success. Finally, the prior art reference (or references when 
combined) must teach or suggest all the claim limitations." 

It is respectfully submitted that the combination of Mobile Commerce (U-V) and PR 
Newswire (X) fails to establish a prima facie case of obviousness because, at least, the 
combination fails to include all the claim limitations. 

With respect to Applicant's arguments regarding the applicability of PR Newswire 
(X) and Gifford (U.S. Patent 5,724,424). the Examiner, on page 3. lines 4-6, of ihe Office 
Action states: *-PR Newswire discloses US 5,724,424 (Gifford) and ties it to the Assignee. It 
is proper to rely upon specific disclosures cited in Gifford. Adding Gifford in the rejection is 
redundam. Applicants respectfully disagree and submit that the Examiner is entirely 
incorrect, 

PR Newswire (X) discloses that U.S_ Patent 5,724,424 issued to Gifford on March 3, 
1998 and is assigned to Open Market, Inc. PR Newswire (X) further alleges ihat U.S. Patent 
5,724,424 is one of the earliest and broadest Imemet payment patents granted. 
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PR Newswire (X) discloses absolutely noihing abom the disclosure of U.S. Paiem 
5,724,424 to Gifford, other than the general allegations of its breadth and early filing date 
discussed above. PR Newswire (X) does not incorporate U,S, Patent 5,724.424, nor does it 
provide any suggestion or motivation lo combine U.S. Patent 5,724,424 to Giflford with any 
other prior an, including Mobile Commerce (U-V). 

As discussed above, the establishment of a prima facie case of obviousness requires 
that the combination of references include all the claim limitations. It is respectfully 
submitted that the E xamin er's refusal to consider, or acknowledge, or list U.S. Patent 
5,724,424 as a reference in ihe rejection under 35 U.S.C. § 103(aj is merely an auempt to 
maintain, improperly, the fwality of the Office Action. Regardless of the semantics 
employed by the Examiner, it is respectfully submined that the Examiner's citation of column 
and line numbers and figures of U.S. Patent 5,724,424 clearly establish that the acmal 
combination is Mobile Commerce (U-V) in view of U.S. Patent 5,724,424 to Gifford. As 
Applicant is more interested in advancing the prosecution of the application than debating the 
propriety of the finality of the Office Action, the follovmig remarics will address the failure of 
any combination of Mobile Commerce (U-V), PR Newswite (X), and/or U.S. Patent 
5,724,424 to Gifford to present dLprima facie case of obviotisness against any of the claims. 

Claims 1 recites an electronic settlement system to senle a transaction using a 
telecommunication network including, inter alia, a billing tcnninal for performing billing of 
the transaction, a paying terminal for performing paying of the transaction, the paying 
terminal allowing a user to input information, a settlement apparams for registering the 
paying terminal and performing the settlement of the transaction taking place between the 
billing terminal and the paying terminal via the telecommunication network, the senlement 
apparatus providing a transaction identifying number relating to the transaction with the 
billing terminal and presenting the abaction identifying number by the telecommunication 
network- The settlement apparatus synchronizes a communication to the billing terminal 
where the communication to the paying terminal when receiving the transaction identifying 
nimiber as a user input information from the register paying terminal. 

Neither Mobile Commerce nor PR Newswire nor Gifford, either alone or in 
combination, disclose at least a senlement apparatus for registering a paying terminal and 
performing the senlement of a transaction taking place between a biiliiig terminal and the 
paying terminal via a telecommunication networit, the settlement apparatus providing a 
transaction identifying number related to the transaction with the billing terminal and 
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presenting the transaction identifying number by the tejecommxmication network, wherein the 
settlement apparatus synchronizes a communication to the billing tenninal with a 
communication to the paying tenninal w*en receiving a transaction identifying number as a 
user input information from the registered paying terminal. Accordingly, the combination of 
Mobile Commerce and PR Newswire does not disclose or suggest all the limitations of claim 
I and feils to present a prima facie case of obviousness against claim 1 . 

Mobile Commerce (U) discloses that one of Celhiet's services allows customers who 
have a Barclay credit card to obtain statement and oiher information on the phone's screen. 
As acknowledged further in the article, ihis is just pushing information to the user. There is 
no disclosure or suggestion that this service permits the user's phone to act as a paying 
tenninal allowing a user to input information, as recited in claim L 

Mobile Commerce (U) further discloses that German software company Brokat 
provides an X-SMS banking service that, as of April, 1998, permitted customers to authorize 
secure payments and nransfers to other accoxonts, pay bills or check balances by keying in a 
PIN on their cell phone as confirmation, or by use of electronic signatures stored in SIM2 
cards. However, there is no disclosure of siaggestion of a settlement apparatus that 
synchronizes a communication to a billing terminal with a commimication to a pajang 
terminal when receiving a transaction identifting number as a user input, the settlement 
apparatus providing the transaction identifying number relating to the transaction with the 
billing terminal A PIN is not a transaction identifying number relating to a transaction. An 
electronic signature is also not a transaction identifying number relating to a transaction. 

Mobile Commerce (V) is nothing more than a discussion of the possible applications 
of sman cards and does not cure either deficiency of Mobile Coxmnerce (U) discussed above 
with respect to claim I . 

As discussed above, PR Newsv^ (X) discloses nothing relevant to the claimed 
invention. 

The ponions of Gifford cited by the Examiner, in particular coltiran I, line 5 through 
column 3, line 59; column 7, line 39 through column 12, line 6; column 2, lines 54-58; 
column 5, lines 29-44; column 11, lines 8-21; and column 10, lines 54-62, fail lo cure the 
deficiencies of Mobile Commerce (U-V) and PR Newswire (X) discussed above with respect 
to claim 1 because Gifford also fails to disclose or suggest a settlement apparatus that 
synchronizes a communication to a billing terminal with a commimication to a paying 
terminal when receiving a transaction identifying number as a user input, the settlement 
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apparatus providing the transaction identifying number relating to the transaction with the 
billing lerrainal. A PIN is not a transaction identifying number relating to a transaction. An 
electronic signature is also not a transaction identifying number relating to a transaction. 

As the combination of Mobile Commerce, PR Newswire (X) and Gifford fails to 
include all the limitations of claim 1, the combination fails to present a prima facie case of 
obviousness. 

Claim 3 recites a seitiement apparams including a processing tmit that, inter alia^ 
synchronizes a communication to a billing terminal with a commimication to a paying 
termiiial when the processing imit sets a transaction identifying number lo identify the 
transaction and when the paying terminal transmits to the settiemeni apparatus a transaction 
identifying number as a user input information which is the same as the transaction 
identifying number. The combination of Mobile Commerce (U-V). PR Newswire (X) and 
Gifford fails to include, at least, this feature and the combination fails to present a prima facie 
case of obviousness against claim 3. 

Claims 2 and 4- 1 1 , 1 5, 1 7, 1 8 recite additional features of the invention and are 
allowable tor the same reasons discussed above with respect to claims I and 3, respectively, 
and for the additional features recited therein- 

Claim 20 recites a billing lenninal, communicating with a setdement apparatus which 
performs a setflemem of transaction, for performing billing of the transaction with a paying 
terminal which performs paying of the transaction. The paying terminal allows a user to 
input iixformation. The billing terminal includes a coimnunication unit which coimects to the 
settlement apparatus via a telecommunication network. The communication unit nransmits an 
identi^ing number to identify the billing terminal to the senlemem apparatus and the 
commimication imit receives a synchronization confirmation signal indicating an 
establishment of a syitchroiuzation with the paying terminal from the setdement apparatus 
when the senlemem apparati^s receives the identifying number as a user input information. A 
processing imit performs billing processing of the transaction. 

The combination of Mobile Commerce (U-V), PR Newswire (X) and Gifford fails to 
include, at least, a billing terminal communicating with a settiement apparatus and including 
a communication unit which connects to ihe settlement apparatus via a telecommunication 
network, a commimication unit nransmitting an identifying number to identify the billing 
terminal to setdement apparatus and receiving a synchroniaation confirmation signal 
indicating an establishment of syrtcbronization with ihe paying terminal from the setdement 
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apparatus when ihe settlemem apparatus receives the identi^ing number as a user input 
infonnation. Accordingly, the combination fails to present a prima facie case of obviousness 
against claim 20. 

Claims 21-26 recite additional features of ihe invention and are allowable for the 
same reasons discussed above with respect to claim 20 and for the additional features recited 
therein. 

Claim 27 recites a recording medium that stores a program for a computer, 
communicating to a billing terminal performing billing of a transaction with a paying 
terminal performii^ paying of the transaction. The paying terminal allows a user to input 
infonnation. The program ixicludes a processing module that sets a transaction identifying 
number which identifies the transaction and synchronizes a communicaiion to the billing 
terminal with a communication to the paying tenninal when the paying terminal transmits a 
transaction identifying number as a user input information which is the same as the 
transaction identifying mnnber to the setdement apparatus. 

The combination of Mobile Commerce (U-V), PR Newswire (X) and Gifford fails to 
include, at least, setting a transaction identifying number which identifies a transaction and 
synchronizes a communicaiion to a billing terminal with a commimicadon to a paying 
terminal when the paying terminal transmits a transaction identifying number as a user input 
information which is the same as the transaction identifying number to the senlemem 
apparatus. Accordingly, the combination fails to present a prima facie case of obviousness. 

Reconsideration and withdrawal of the rejection of claim 27 are respectfully 
requested- 

Claim 28 recites a method of settlement using a settlement apparatus which performs 
the settlement of a transaction while communicating to a billing terminal. The paying 
tenninal allows a user to input information. The method includes, inter alia, synchrouizing a 
communication to the billing terminal where the commumcation to the paying tenninal when 
the paying terminal confirms the information about the billing tenninal and transmits a 
iransacdon identifying number as a user input information to the settlement apparatus. 

There is no disclosure or suggestion by either Mobile Commerce (U-VX PR 
Newswire (X), or Gifford of synchronizing a communication to a billing terminal with a 
conununication to a paying terminal when the paying terminal confirms the informauon 
about the billing tertninal and transmits the transaction identifying niunber as a user input 
information to a settlement apparatus, as recited in claim 28, Accordingly, the combination 
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fails to include all ihe limiiauom of claim 28 aiul fails to present a prima facie case of 
obviousness. 

Claim 29 recites a seiilemeni metho<J using a settlement apparatus performing a 
settlement of a transaction for communicaring to a billing terminal performing billing of the 
transaction witb a paying terminal performing paying of the transaction. The paying terminal 
allows a user to input information. The method includes, imer alia, synchronizing a 
communication to the billing terminal with a communicaiion to the paying terminal, when The 
paying terminal confirms the information about the billing terminal and transmits the 
transaction identifying number as a user input intbrmation to the settlement apparatus. 

There is no disclosure or suggestion by either Mobile Commerce (U-V). PR 
Newswire (X) or Gifford of synchronizlog a communication to a billing terminal with a 
communication to a paying terminal, when the paying terminal confirms the information 
about the billing terminal and transmits the tratt$aciion identifying number as a user input 
information to the settlement apparams. Therefore, the combination fails to include all the 
limitations in claim 29 and fails to present a prima faci^ case of obviousness. 

Claim 30 recites, imer alia, that the senlemetu apparatus synchronizes a 
communicanon to the billing terminal with a communication to the paying terminal when 
receiving a user ID from the registered paying terminal. There is no disclosure or suggestion 
by any of Mobile Commerce (U-V), PR Newswire (X) or Gifford of synchronizing a 
communication to a billing terminal with a communication to a paying terminal. Therefore, 
the combitiation fails to piresent a prima facie case of obviousness. 

Claim 31 recites a settlement apparams wherein, inter alia, a processing unit sets a 
transaction identifying number to identify the transaction and synchronizes a communicaiion 
to a billing terminal with a communicaiion to a paying terminal when the paying terminal 
transmits to the senlement apparatus a user ID as a transaction identifying number which is 
the same as the transaction identifying number. None of Mobile Commerce (U-Vj, PR 
Newswire (X) or Gifibrd disclose or suggest these features, either alone or combination. The 
combination therefore fails to preseza a prima facie case of obviousness. 

Claim 32 recites a billing terminal, communicating with a settlement apparatus which 
performs a settlement of transaction, for performing billing of the transaction, with a paying 
terminal which performs paying of the transaction. The billing tenninal includes, initr alia, a 
communication unit which connects to the settlement apparatus via a telecommunication 
network, the communication unit transmitting a user ID as an identifying nimiber to ideniify 
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the billing terminal to xhe senlemem apparatxjs, and ibe commimicaiion unit receiving a 
synchronization confinnaTion signal indicating an establishmeni of synchronization with the 
paying tenninai from the settlemeni apparatus. 

There is no disclosure or suggestion by either Mobile Commerce (U-V), PR 
Newswire (X), or Gifford, either alone or in combmation* of a communication unit which 
connects to the settlement apparatus via a telecommunication network, the conuuunicaiion 
mxit transmitting a user ID as an identi^ing number to ideniily the billing terminal to the 
settlement apparatus, and the communication unit receiving a synchronization confinnation 
signal indicating an establishment of synchronization with the paying terminal ftom the 
settlement apparatus. Accordingly, the combination fails to present a prima facie case of 
obviousness. 

Claim 33 reciies a recording medium \%^ich stores a program for a computer, 
communicating to a billing terminal performing billing of a transaction with a paying 
terminal performing paying of the transaction, and performing the settlemem of transaction. 
The program includes a first communication module which operates the computer to 
communicate to the billing terminal via a commercial telephone line or a private line; a 
second co mm u ni cation module which operates the computer to communicate to the paying 
terminal via a radio telephone communication; and a processing module which performs the 
senlement of transaction, wherein the processing module sets a transaction identifying 
number which identifies the transaction and the processing module synchronizes a 
conununi cation to the billing terminal with a commxmication to the paying terminal when the 
paying terminal transmits a transaction identifying number which is the same as the 
transaction identifying number to the settlement apparatus. 

There is no disclosure or suggestion by Mobile Commerce (U-V), PR Newswire (X) 
or Gifford of a recording medium including, at least, the processing module sets a transaction 
identifying number which identifies the transaction and the processing module synchronizes a 
communication to the billing terminal v^ih a communication to the paying terminal when the 
paying terminal transmits a transaction identifying number which is the same as the 
transaction identifying number to the settlement apparatus, as recited in claim 33. 
Accordingly, the combination fails to present a prima facie case of obviousness. 

Claim 34 recites a method of settiement using a setdement apparatus which performs 
the senlemem of transaction while commuiucating to a billing terminal which performs 
billing of a transaction with a paying terminal which performs paying of the transaction. The 
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method includes esiabUsbing commimicauon to the billiog lenuinal based on informatiou 
identifying the billing terminal, and setting a user ID as a transaction identifying number to 
identify an order transaction of an item, when ihe paying terminal transmits the information 
identifying the billing terminal to the settlement apparatus for ordering the item; transmitting 
information about the billing lenninal with the transaction identifying number to the pajang 
terminal; synchronizing a communication to the billing terminal with a communication to the 
paying terminal when the paying terminal confirms the information about the billing terminal 
and transmits the transaction identifying number to the settlement apparatus; transmitting a 
synchronization confinnation signal which indicates that the synchronization is established 
with the billing terminal; receiving the order of the item from the paying Terminal; 
transmitting the order of the item received from the paying terminal to the billing terminal; 
receiving a purchase amounx based on the order of the item from the billing terminal; and 
performing a process of settlement of the transaction between the billing terminal and the 
paying terminal, both of which are synchronized with each other by the transaction 
identifying number, based on the purchase amount. 

There is no disclosure by either Mobile Commerce (U-V), PR Newswire (X) or 
Gifford of, at least. I) synchronising a communication to the billing terminal with a 
communication to the paying termiiml v^en the paying terminal confirms the information 
about the billing terminal and transmits the transaction identifying number to the scttlemem 
apparatus; 2) transmining a synchronization confirmation signal which indicates that the 
synchronization is established with the billing terminal; or performing a process of settlement 
of the transaction between the billing temunal and the paying terminal, both of which are 
synchronized with each other by the transaction identifying number, based on the purchase 
amount. Therefore, the combination fails to include all the limitations and feils to present a 
prima facie cose of obviousness. 

Claim 35 recites a settiement method using a settlement apparatus performing a 
settlement of a transaction for communicating to a billing terminal performing billing of the 
transaction with a paying terminal performing paying of the iransacrion. The method includes 
establishing communication to the billing terminal and setting a user ID as a transaction 
identifying number to identify the transaction of order of an item, when the user of ihe paying 
terminal orders die ixem to an order receiving center accepting the order of the item and the 
billing terminal receives the order of the item ordered by the user from the order receiving 
center and transmits information identifying the billing icrmirval to the seulement apparatus; 
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transmining mfoimation about the billing tenninal wiih ihe transaction identifying number to 
the paying tenninal; synchronizing a communication to the billing leraiinal with a 
communication to the paying terminal, when the paying tenninal conimns the infonnation 
about the billing terminal and transmits the transaction identifying number to the senlement 
apparatus; transmitting a synchrotiization confinnation signal indicating the establishment of 
synchroitiaation with the billing terminal; receiving a purchase amount based on the order of 
the item ftom the billing tenninal; and processing senlement of the transaction between the 
billing lenmnal and the paying terminal, both of which are synchronized with each other by 
the transaction identifying number, based on the purchase amount. 

Neither Mobile Commerce (U-V), PR Newswire (X), nor Gifford discloses or 
suggests, at least. 1) synchronizing a communication to the billing terminal with a 
commimication to the paying terminal, when the paying terminal confirms the information 
about the billing terminal and transmits the transaction identifying number to the settlement 
apparatus; 2) uransmitting a synchronization confirmation signal indicating the establishment 
of synchronization with the billing tenninal; or 3) processing settlement of the transaction 
between the billing terminal and the paying tenninal, both of which are synchronized with 
each other by the transaction identifying number* based on the purchase amount. The 
combination thus fails lo present a prima facie case of obviovisness. 

Reconsideration and withdrawal of the rejection of claims 1-1 1, 15, 17, 18 and 20-35 
are respectfully requested. 

Claims 12*14 were rejected under 35 U.S.C. § 103(a) over Mobile Commerce (U-V) 
in view of PR Newswire (X) and PR Newswire (UU) and Steinberg (W) and claims 1 6 and 
19 were rejeci^d over Mobile Commerce (U-V) in view of PR Newswire (X) and Meyers 
(WW). The rejections are respectftilly uraversed- 

Claims 12-14, 16 and 19 recite additional features of the invention and are allowable 
for the same reasons discussed above with respect to claim 1 and for the additional features 
reciied therein. In addition, it is respectfully submined that PR Newswire (UU). Steinberg 
(V V) and Meyers (WW), alone or in combination, fail to cure the deficiencies of Mobile 
Commerce (U-V) in view of PR Newswire (X) discussed above with respect to claim 1. 

Reconsideration and withdrawal of the rejections of claims 12-14, 16 and 19 are 
respectfully requested. 

In view of the above amendments and remarks, Applicant respecifully submits ihai all 
the claims are allowable and that the entire application is in condition for allowance. 
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Should the Exaroiner believe that anything fiinber is desirable to place the application 
in better condition for allowance, the Examiner is invited to contact the undersigned at the 
telephone number listed below. 



Respectfully submitted. 




^HN P. DARLING 
Ueg. No. 44482 
Tel. No. (703)905-2045 
Fax No. (703)905-2500 



Date: May 27, 2005 
r.O. Box 10500 
McLean. VA 22102 
(703) 905-2000 
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